A.ppix:al£Dn No. i 0/727,688 
AaiesidjiieHr dated Jatjuary 2, 2009 
Reply to Office Actsosi of October ) , 2008 

Claims 36-71 were previously pending. As, noted above, claims 36, 45, 54. and 63-71 
'ia^e bcv-i dirorccd iK- ."r.i'-^- b<v>.' bect cmce ed« ardl dainty 72-''6 \-d^ e j-=on ,i>'0Cv.' i>i;px>tt 
to: "hv.<:c dn.endn ejjt^ ir*^;!^ be ioand ihioughom the Speoifici^tion ' T ^u-, d.'.--^- ^!S-''6 'i-e rs!\\ 
peisding. 

Applicants rcspcctftjlly request reconsideration of this appitcatKin based on tl-*e folIo\,':ng 
remarks. 

Claim OhjecUom 

C\?<tns 64-7^ ^rc objected to Ijecaose of ixiformalitics CIdims hA-'^l arc; Jependt^n* 
M J i s. cadabic niedja embud^i^g w > 1st t x 

re^e^ed p^easio^e of c^a xv 63 for consistency Applicant has ie-v«sed the cIain-> to cxcicome 
(Ms objection. 

Therefore, based on the foregoing, Applicants respectfully request that the Exanurser 
Withdraw the objection to claims 64-7 i . 

Gam Rejemens ~ 3$ USC § III 
Claim I is rejected mder 35 USC § 112. second para^'aph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter winch applicant regards as the 
invention. Applicant has revised claim 36 to overcome this rejectioa 

Therefore, based on the foregoing. Applicants respectfully request that the Examiner 
witlidraw the rejection of claim I (claim 36) under 35 USC g i 12, second parag?-aph. 

Claims 3!^. -^7, Sb and 65 ate rejected under 35 USC 1 12, first pdrdffdph. as v.orit.iii?n'g 
jsubject matter which was not described in the specification in such a ^^'a\ a.s in -ed?oTiahi> 
convey to one skilled in the relevant art that the inventors, at the time the apphcation was fded, 
had possession of the claimed invention. Applicants respectfully traverse tliis rejection. 



' £,§;o$p8Ci5cat!Qii, paragraphs [0016] rnd fOOZS] to [0029]. 
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Appiicalion No. . 1 0/727 ,688 
Amendment dated Janijary 2, 2009 
Reply to Oafee Actoi of October L 2008 

The Action as.sem that the specification does not cxpUcitl)- describe nor is sufficiently 
clear for one of ordinary .skill in the art to recogni7.e the step of "performing at least one of said 
receiving, recogrsizing, idcntif>'ing, assigning, and initiating in a backgroujid mode." Applic?'it<; 

ankritsHn ^h^ \ ^cr''" :n pj!<v^rdph [0026j. The j t; of !ic phia.sc "■u^-ikrvCfUt} to the wer" ' vAih 

itfsptci rmini? Ibe described acnon!> reasonablj conveys to one skilled in the relevant ait 

that the data crartifcr may be perfom'jed in a background mode. 

Furthermore, the specification discloses the following in paragraph fO029|: 

Cnterui in -'hf ---X or ar!\ bV,-^\<A c:n include a W'idc ratigc of oot'on? such 
aj^, ior eviinp e sir ' fuKC' 'um fof data transfer ssuch a-- ros 

example, /f}/- iatc ai mghi tise over the huenict^ etc. The intent hete is noi 
to list all possible eriteria biit to prowde a number of possible criteria such tliat asi 
understanding can be made that the widest possible range of criteria shotsld be 
available for consideration. (Emplmsis added) 

As noted in the above cited text, *'for late at mgbt use over the lititemet" reasonably 
conveys to one skilled in the relevant art lliat the data transfer may be performed in a backgroimd 
mode. 

Furthermore, original ciatm 4 (now canceled) si's.- tuira-:: c j:m.s 3". 46. >5, and 64 refer 
to citlicr "a level of 'user activits^' or ubvr ac: ^ .e ol " elsrsace lo the ^et of cntcria. 
This language, either by its self of in combmatioa v^\it\ the above cited text from pai-agraph 
[0029J conveys to one skilled in the relevant art that the inventors, at the time the application was 
filed, had possession of the method of performing at least one of said receiving, recognizing, 
sdentifying. assigning, and initiating in abackgimmd mode. 

'rheretbrt', Ivi.-cc o": iae fo5egr-n\^, Appl'cants respectfully ra|r<!,il that rhc Examiner 
withdraw the rejO».tion x^f ciasms 33. 4" 56 and 6.5 under 35 DSC § 112, first paragraph. 

Ciaim Rejectims~SS USC § m3 
Clamns 36-71 are rejected under 35 LSC § 103(a) as bcmg unpatentable over Evans et a1 
(FIcreattcr "Evans^O US Patent No. 6,6^0918 ir x'c\^ n^Sprdtt (Here.i^et 'Sp.att") US Paxnt 
Apphcation Publication No 2002 0040326 Applicants rcspectiui > tj^v\erso Lns iciection 
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AuiesdiHent eated Jatiiiary 2, 2009 
Reply to 01f5c« Action oi October i, 200S 

independent clautis 36 45, 54 and 63 are patentable o\er the cited relerence*., there :& 
no combtnation of F vans and Spratt that discloses or suggest each and cvcy fcatuie recited by 
the c:lanT!«: In pa-i axXar, *he combii>atioii of the ci*ed refcrerces ia^\ to d-sdose or suggest a 
1 >,*ncd rc^ 'I xi\ '-e-'^eaa Me tr^^tl.an ^ ^ ^ i-^c uJes u !t,'<-^ it i. Mm v T d coH^ponent 

!,i"!ten<j ^! t rs't-ifii^: d^jta Ic sot o tcna ^on^ons'ng at k^s' \ rt 
tnggenng event: . . . 

tdent *^ Xifz, bai>ed on occurrence oi at leasi o-* tio at kvbi one 
tnggenng c% ent ■"Cgtst'-at.ons :rt tlie first mtity whose a*?^ t.satoJ <;et of cntena has 
been met; 

assigning pjtontj mdjcators to the identified rcgiSvT^tsoas ara 
mmatmg a transfer over liie commumcation imk to transier data associated 
With the identi fied registrations based on tiae pnonty indicators . 

as recited by inc'epc >as i\ ^.n^^ "-6 - ^ 

To estabhsi a pnry>i( facie ca&e oi ob\ ious.ne$s, ail or ±e claLiicd teatikei must be lai ght 
or suggested by the references and there must be some suggestion or motivation, m tbe 
references themselves or m the knowledge genially available to one of ordmarj' sktli m the art, 
to modify the i"eference ot to combine reference teachings.^ 

Fiifetl). neithe" F\ans ror Spratt dt^cZose or suggest the set oi ontena cor-onsmg at least 
ore trgg«rtrg c!\crt Evans c'oes not t!iscloi>e or suggest env idc^t'-^/" ig o" icgi'^'rotion*! ba^ed 
on OccuiTcrce of a tnggenng csoit noi prK)v\zm.„ sikp don ^ 'to i > < ' 

transferred The profiles disclosed n t!.\an$ are createo m a conditMr rt,ac to bs, p.io.it\ 
matciied with other profiles Therefore the profiles in E^ans do not disclose or suggest the 
r;.gist;ratioiis that mui,t Mfiil a tnggenng e\ent before they mzy be identified to be ^ansferred. as 
disclosed tbe ct:rrvrt apphcation Similarly, Spratt discloses a paefcrcnces profile that 
i.rv.,.$oO u . -.0 J 1 .caJ> V t. loslenei.' * p ^e-^ vC '\o^.^s. Iheiotore le p:C*c'c-!v.cs 
"r^tlo discloscc Sp'^at* aoes nov gi^ncIosc or suggest tac ro^i^tratiur ixsa*. n.asl hilttJ a 
tnggenng e\ eat before rhev may be identified to be transferred, as presently recited 
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Application No. iU/727.68S 
Ameaomerst datec Jasivsm' 2. 2009 
Reply to Orfice AcUcR of October 1. 200J5 

Secordh, neither h\ nM> mr Sp'att d'<»clos>e sugge«.t as^ gt vg pnonts idi^ato « lO tlie 
identi%d regiistratitns Rathvf i isM_, i ^ i i cato^^s to tiie ideu ilea r egistrat ors, 

i s l( s r > T (. 1 r>jo ^ t < nuts s o h In ii d t tistl )st v 

sa „t;<-t jl M n ^ s-^j rt^ wtcrs to tht Jdt-n^ihcd roystrttums vtft^< « <a i„n tv i i * \ 
Spfatt disdos>e<s tx)pulatioa of a preferences piotlle on a user de\ice through monito-nng the \*ser 
acbvitv or the device * Spratt Goes not discIo:»e or suggest asstgnt ig pnont> xuaicators to tbe 
'^e^^fied e^tiirations \b noted above the content used to pop liate the p'-e*erences pi ofi^e 
Si L. ^, it 1 iL, ^ tnggerng e%ent tiat proMae*- a basis *cr d^nt ng H 

M 1 li in Ki £ 1 iex I heretore db the vonter* a ^cb^ied i Sp at lii, nc 

T?cac I „ \ i Mt "scv r'^ ^tfo He ccntci 1 1-? identtfi^d ard u->l(1 lO j>o"'a ate ti c pie crcnce*! 
J c Spran carno* disv ose or -suggest assigning pnont> nd (^ators *o the ?is?t.«« ? cf/ 

ThjfdiVj the Action concedes that Evans does not expheitly teach transfernag dam 
d--,c^iat(.d h iht dcn^f!ed registrations (profile) based or the pnon'> md cators So art fdi\ 

^ C^IlCOt t>^v- 1 t^. ^1 h 11 nsx^^^. t,t i KU'^dlC if I ^1 t 1-^"! 1 

nrui ng a j-^imv >vcr tf v v nr ttnt. 1 1 ii^k to tans e da* v. assouati^c \ th luct t i ^ 
■^cg't, ?ttons '^ased on tne ppcnt\ iJ. tro s Sprittdiscosestialtie ']3rfclfc'"eni.c vo s-^ ? c 
to *velect what ttein art down oaacd o the device ' In other \vords Ssr^n di&ciOse'N ir n&Xm g 
cata siSbouated ■with tht preferences proSIe troin an entit) to a bervite provicer to fauhtate 
btb5,equcnt do-s-^nloadm^ < ^nlui ti^ t k t \ provsacr to the ent!*% Ah noted abovv 
*5p'-dtt t'tie *"o* iis l-^st J ^'"'T- a ^<;soLiated v^^ith the identified regsstrations 

b i I I h It \ i 'vi. >s suggest any tn^genng e\cnt 

\ LU'- Li >,\aluatedbv 1 iC^rvftrcnce'^ pro^le 

'Hius ! ide'iet dent cla ms 36 45 54 and 6"^ arc patentable over an\ corabmatjor of 
hs ans and Spian oased at ie-^t on their failure to disclose or suggest assigning pnoft} indicators 
to tlie identified registrations. 

Evand, col. 8 , Ibo-j ? ;o , 
* Sp ratt., paragraps-s [0 03 6 ] to [0 0 4 1 ] , 
^ Sp -catt, p aragrap h [0 0431, 
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Appiscatjon No. iU/7z7.6S8 
Amesidment dated Janum' 2. 20u9 
Reply to Off ice ActkiEi olGctobei i. 200S 

Ciamis 37-4^, 46-53. 55-62, and 64-72 dcoexid irom one of the ndctsondcrt claims, and 
thus are aliowable tor at least tfee same reasons Additionally, each of tke<!i, claims ^iepiaiatejY 
'•eutes a comh r\d*ioii -^ubjes^i rratrc^ thai is rot d^sc osed or suggested asiv co.rbtrath' of 
the cuec reiere-Kces. 

rreieioi>. h\ c0 on i^c tOfCgo.ng, Aj^nLcants respccttuilv lequc^t ihd' ire 
w trcra\\ tne rejection ofcl&^mh 36-71 under 35 L^SC § 103 (a) as being unpatentable over E'^ans 
m view of Spratt. 
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Ai»endHseat dated latiuarv 2, 2009 
Reply to Office Aotica of October L ZOOH 

In light of these remai-ks, Appiicmits submit that the agpHcatioa is in ec>ii<lition for 
allowance, for %vhich esrly action is r^questaJi 

Please diarge aiiy fees or dveris^ijotients tl^at ihay be^#^^ with this respopse to Deposit 
Account No. 17-0026. 



Rcspecifu h satsruncd. 



Dated: .A.xJ_,.±Jll_ S> .^i;-^^^ ^ 

/ / fe-istsne U. Ekwueme, Reg No 56,344 



(858) 658-1901 



QUALCOMM Incorporated 
5775 Morehouse Drive 
San Diego, California 92121 
Telephone: (858) 658-1901 
Facsimile: (858) 658-2502 
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